
WWW.Uspto.gov 




09/890,379 

7590 

Ronald J Baron 
Hoffman & Baron 
6900 Jericho Turnpike 
Syosset,NY 1J791 



01/09/2002 



FIRST NAMED INVENTOr 
Jonathan Luke Heeney 



n/06/2002 



294-105PCTUS 



1582 



EXAMINER 



MOSHER,MARY 

PAPER NUMBER 




ART UNIT 
1648 

DATE MAILED: 11/06/2002 /o 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/890,379 



Applicant(s) 



Heeney et al 



Examiner 



Mosher 



Art Unit 

1648 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this conrtmunicetion. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) ^ Responsive to comnnunication(s) filed on 8/26/02 



2a) K This action is FINAL. 2b) □ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11; 453 O.G. 21 3. 

Disposition of Claims 

4) 0 Claim(s) 29-45 is/are pending in the application. 



4a) Of the above, claim(s) 
5)0 Ciaimls) 



6)S Claim (s) 29-45 

?)□ Claim(s) 

8)0 Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)0 The specification is objected to by the Examiner. 

lOjD The drawing(s) filed on is/are a) □ accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) K Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)K All b)D Some* c)U None of: 

1 . 8 Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment(s) 

1) 0 Notice of References Cited (PTO-892) 4) O Interview Sunrtmary IPTO-413) Paper No(s). 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-1 52) 
31 n Information Disclosure Statement(9) (PTO-1 449) Paper No(s), 6) Q Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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Claim Rejections - 35 USC§ 102 
0^29, 3,, 3, 35, 37-44 „e .Jected 35 US.C. ,02(e, a. ^ .«pa.ed by 

E«l6.2,0,«3,E«.,eache.e,ue.«™„,aUo„u.,gaDNAp,a.^avectorfo,,owedby. 
re.pon.,s..o,™.3„„es.,4a„d.epa.sagespa„,„,„,„„,,,3,„,^.^^^ 

Therefore the reference meets each and evety claim limitatioa 

Claim Rejections - 35 USC§ 103 

Claim. 32. 33.a,d36rejectedu„der35U.S.C.103(a,asbei„gunpatenubleoverE„, 

M.0,«3.Tke.c,aim,.,rer.„,ntheabove,spe.^„,a,en«™.a™i,enora„an.i,e„,„m 
an ,mn»e.imp.H„g ™, E„, mv a3 a citable ™ target for .be disclosed 

— o„me,b„d,seeco,»n,,,ine5,;i.won,dhavebe.ob™tochooseoneofthe 
known HW a„.ige,c prote^s a. an ob™. vacation on the disclosed inrnru^.^ method for 
.he purpose of inducing a desirable mucosal immune response directed ag.ns. HIV Tbe 
invention as a whole is therefore prtma facie ob™, absent unexpected results. 

«ms 30 and 45 are r^ected under 35 USC .03(a) as being unpatentable over Er. 

«.0.«3i„.ewofPachuke.al,Asd,scussedab„ve,E„lprovideswor«nge»tp|es„f 
~ hnnrun^a^on using a DNA plasr^d vector followed by an adeno™ vector which 

-cean, response. rhesecla,n.di,rer,omE„linre,„i„ngathirdvectorforad„,.stration 
Pachuk.eachesanucleicacidva.i„a.io„me.hod,wheremodifica.ions„f,hean.gencoding 
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aTh. response, a„,a^o„«»..o«„,^,,,^„„^ ,^„^^^^^^^^^^^^^^^ 
a Th, ..p„«. „„e «^ , ^ _^ ^^^^ 

'™""^""'"*'"~'''"«™»--<-^«.fo.«a.p,e,,.„„,,„ 

--^".vaccinia, .e.™vi™,„^ 

"""''*™'^''^«^'-^^''"™'----"e.po„..a.ec„..„.„ 
-eref„,.ei.«:„„a.a„«ei.ee„a«pH.racle„.™.,a,„.,,^,,^^^^^^^ 

ApP«ca„.an,e„a«„ec.*e,,e.ew«.o™«,„f„J«.o„p,e«„^ 
a- W*,,.H..CnONrSM.„,™., SeeMPBP,..o.a, .pp„«. 
re™„d.d of ,he extension of ,™e policy as « fo„h i„ 37 CFR , , , 36(a). 

Asho„e,ed«„,o^peH„,f„,,,,„„^,^^_.^.^^^^,^^ 

— a..ep,.a....„™o 
— of..-.,.a.of.,.,a.o„a.....„,ac,„.„„,,„„,^ 
-.of..™ONTH.„.„.«o,p..,,„,.,„„„,_^^^^^^ 

""""*"""'=*~-Ha„.a„,e«e.o„feep«.,„3.CKK 
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'^e da,e of «,e ad™ , 
will.he«a,u.o^pe™,f„„„, . , »e„,. however, 

^yin«co„ce™in,„,eo™.ea,io„„,eaHie,co™,^.,„„,,„„,^ . 
sWd be directed .0 Ma„ E, Mother Ph D . 

"o^'.P' D whose telephone number is (703) 308.2926 Th 
ex^ner can nomtally be reached on IVlondav Th . 

'fa«e.pts,oreach,heexa,„i„er,„e,eph„„ea,e„„,u„essfi„ the ■ 
James Housel can h,r «»™ner's supervisor, 

nousel, can be reached on (703) 308-4027 Ti,.p u 
(703)308^242, ^" for -his Group is 

Huin- of a general nature or relating ,„ the status of th' r 
*uld be directed to the Groun • or proceeding 

«°*eGro„precept,„«whose.elephonenu„heris(703)308-0>,.. 

November 6, 2002 




MARYE.MOSHER 
PRIMARY EXAMINER 
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